THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Before KIM.IN, WARREN and SPI EGEL, Admi ni strative Patent
Judges.

KIMLIN, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1,
4-25 and 28-33, all the clains remaining in the present

application. Caim1lis illustrative:

! Application for patent filed May 26, 1995.
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1. A process for the preparation of colored toners
consisting essentially of mxing a first toner consisting
essentially of resin, pignent particles, charge additive, and
surface additives of zinc stearate and funed silica, each
present in an anmount of from about 0.4 to about 0.8 weight
percent, with a second toner consisting essentially of resin,
pi gnent particles, and charge additive, and wherein the
resulting colored toners contain fromabout 0.2 to about 0.3
wei ght percent of said zinc stearate and fromabout 0.2 to
about 0.3 weight percent of said funed silica.

The exam ner relies upon the follow ng references as
evi dence of obvi ousness:
G uber et al. (G uber) 4, 965, 158 Cct. 23, 1990
Nash et al. (Nash) 5,510, 220 Apr. 23, 1996
(filed Jan. 27, 1995)

Handbook of Inmaging Materials 169 (Arthur S. D anond ed.,
Mar cel Dekker, Inc. 1991) (D anond)

Appel lants' clainmed invention is directed to a process
for preparing colored toners. The process involves mxing a
first toner, consisting essentially of resin, pignment, charge
additive and surface additives, with a second toner consisting
essentially of the sane conponents mnus the surface
additives. The surface additives of the first toner are zinc
stearate and funed silica.

Appeal ed clainms 1, 4-25 and 28-33 stand rejected under
35 U.S.C. 8 103 as being unpatentabl e over Nash in view of

D anond and G uber.
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We have thoroughly reviewed the respective positions
advanced by appellants and the examner. 1In so doing, we find
ourselves in agreement with appellants that the prior art

cited by the examner fails to establish a prima facie case of

obvi ousness for the clainmed process. Accordingly, we will not
sustain the exam ner's rejection.

The exam ner correctly points out that Nash exenplifies
toner conpositions conprising the claimed conponents,
i ncluding surface additives of zinc stearate and funed silica
in the recited anbunts. However, as urged by appellants, the
clainmed invention presently on appeal defines a process for
preparing colored toners and devel oper conpositions.
Significantly, whereas the appeal ed clains define a process of
m xing first and second toners wherein only the first toner
i ncludes surface additives of zinc stearate and funed silica,
t he exam ner points to no teaching in Nash regarding the
m xi ng of toners, let alone toners of different conposition.
Consequently, in view of this |lack of teaching or suggestion
by Nash of blending two toners having distinct conpositions,

we do not agree with the exam ner



Appeal No. 1997-1752
Application No. 08/451, 379

t hat Nash supports a prima facie case of obviousness for the

cl ai ned process st eps.

The exam ner cites case law for the proposition that "it
is prima facie obvious to select any order of adding materials
in order to formthe final product of the reference" (page 4
of Answer). Wiile this has generally been held to be true by
our review court, the clainmed process entails sonething other
t han just changing the order of m xing various ingredients.

For one, the claimed process requires a m xing of different
toners and, as noted above, the exam ner has not referenced
any disclosure in Nash, or any other reference, that such

m xi ng was known in the art. Also, appellants' process
requires the first toner to have surface additives of zinc
stearate and funed silica and the second toner to have no
surface additives. |If the claimed invention defined a process
of preparing a toner by first adding pignment particles and
then surface additives rather than a prior art technique of
first adding surface additives and then pignment particles, the
cases cited by the exam ner woul d be nore appropriate.

One final point remains. Upon return of this application

to the exam ner, we recomrend that the exam ner consider the
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patentability of the appealed clains in view of the disclosure
of U S. Patent No. 5,370,962 to Anderson et al. (hereinafter

U S '962), notwithstanding the exam ner's rejection under

35 U.S.C. 8 103 over this patent in the first Ofice Action of
January 26, 1996, and subsequent wi t hdrawal of such rejection.
Appel I ants' present specification, at page 3, characterizes

U S '962 as disclosing a process of blending a first toner
and a second toner wherein surface additives are optional
conponents of both toners. The surface additives of the
reference are the sane as those enpl oyed by appellants. Since
U S. '962 discloses the optional inclusion of the presently
claimed surface additives in both the first and second toners,

it would seemthat it would have been prinma facie obvious for

one of ordinary skill in the art to incorporate a surface
additive in only the first toner, as presently clainmed. While
appel l ants argued in their response of April 26, 1996, that

U S. '962 discloses that surface blend conpatibility
conponents are inportant features of the disclosed toners, it
is our opinion that the appeal ed clains do not exclude such
surface blend conpatibility conponents. |ndeed, EXAMPLE | of

the present invention discloses a first toner conprising
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di stearyl dinethyl amoni um nethyl sulfate, and U S. '962

di scl oses distearyl dinmethyl ammoni um nethyl sulfate as a
known bl end conpatibility additive (see colum 6, lines 57 and
58). Also, it is our view that the claimlanguage "consisting
essentially of" does not exclude the blend conpatibility
conponents of U.S. '962, inasnmuch as the incorporation of such
conponents into the presently clained toners and devel opers
woul d not materially affect the basic and novel
characteristics of the clainmed conpositions. Accordingly, we
urge the exam ner to carefully consider the obviousness of the
subject matter defined by the appealed clains in view of U S

' 962, considered alone, or in conbination with other prior art

of record, e.g., US. Patent No. 5,510,220 to Nash et al.
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I n concl usi on, based on the foregoing, we are constrained
to reverse the examner's rejection

REVERSED

EDWARD C. KI M.I'N
Adm ni strative Patent Judge

CHARLES F. WARREN
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

CAROL A. SPI EGEL
Adm ni strative Patent Judge
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